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DETAILED ACTION 

1 . Claims 1-20 are being examined. 

Claim Objections 

3. Claim 14 is objected to because of the following informalities: the claim states, 
"...wherein when the request message If the DHCP request message..." Examiner 
regards "If as a typo for "is". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-4, 8, 15, 17-20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

6. They are as indicated below: 

• Per claim 1 , in lines 8 and 1 1 , applicant uses the words "can be" failing to point 
out distinctly what the intended function is. 
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• Per claim 2, in lines 10, applicant uses the words "can be" failing to point out 
distinctly what the intended function is. 

• Per claim 3, in lines 24, applicant uses the words "can be" failing to point out 
distinctly what the intended function is. 

• Per claim 4, in lines 10, applicant uses the words "can be" failing to point out 
distinctly what the intended function is. 

• Per claim 8, in lines 2,4,11, and 19, applicant uses the words "can be" failing to 
point out distinctly what the intended function is. 

• Per claim 17, in lines 20 and 22, applicant uses the words "can be" failing to point 
out distinctly what the intended function is. 

• Per claim 18, in lines 5 and 7, applicant uses the words "can be" failing to point 
out distinctly what the intended function is. 

• Per claim 19, in lines 6 and 8, applicant uses the words "can be" failing to point 
out distinctly what the intended function is. 

• Per claim 20, in lines 31 and 34, applicant uses the words "can be" failing to point 
out distinctly what the intended function is. 

• Per claim 15, the claim is generally narrative and indefinite, failing to conform 
with current U.S. practice. It appears to be a literal translation into English from a 
foreign document and are replete with grammatical and idiomatic errors. Claim 
15 states "...containing a radio tarrying out the protocol processing o network 
according to the request message on behalf of the radio terminal at the packet 
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relay device" is vague and indefinite. Applicant is advised to cancel or amend 
the claim. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

8. Claims 1-6, 8-20 are rejected under 35 U.S.C. 102(b) as anticipated by Nounin et 
al, 5,802,469 (Nounin hereafter). 

9. As per claim 1 , Nounin teaches a network system, comprising: a radio terminal 
(105, fig. 3) having a first communication interface usable for reception only (107, fig. 3, 
col. 8, lines 24-36; the downlink network is unidirectional and is now referred to as first 
sub-network) and a second communication interface usable for transmission and 
reception (106, fig. 3, col. 8, lines 24-36; the bi-directional mobile network is now 
referred to as second sub-network); a first sub-network to which the radio terminal can 
be connected through a radio base station (103, fig. 3) of a downlink radio network by 
using the first communication interface (107, fig. 3); a second sub-network to which the 
radio terminal can be connected through a bidirectional communication network by 
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using the second communication interface (106, fig. 3), the second sub-network being 
connected with the first sub-network through a backbone network (1 , fig. 2; or Internet); 
and a packet relay device (101 , fig. 4) configured to receive a request message 
requesting a protocol processing with respect to the first sub-network from the radio 
terminal through the second sub-network, and carry out the protocol processing on the 
first sub-network according to the request message on behalf of the radio terminal, such 
that a response message corresponding to the request message obtaining by the 
protocol processing is returned from the first sub-network to the radio terminal through 
the downlink radio network or the bidirectional communication network (col. 8, lines 65 - 
col. 9, lines 12; first base station (FBS) is functionally equivalent to packet relay device 
(PRD) such that after receiving the request message from the mobile device, the FBS 
relays the request via the Internet or backbone network to the second base station 
(SBS) for response). 

10. As per claim 3, Nounin teaches a packet relay device (101 , fig. 3) for use in a 
network system containing a radio terminal (105, fig. 3) having a first communication 
interface usable for reception only (107, fig. 3; see claim 1 for more details) and a 
second communication interface usable for transmission and reception (106, fig. 3; see 
claim 1 for more details^, a first sub-network to which the radio terminal can be 
connected through a radio base station (103, fig. 3) of a downlink radio network by 
using the first communication interface, and a second sub-network to which the radio 
terminal can be connected through a bidirectional communication network by using the 
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second communication interface, the second sub-network being connected with the first 
sub-network through a backbone network (1, fig. 3), the packet relay device comprising: 
a communication interface configured to receive an encapsulated IP packet containing a 
request message requesting a protocol processing with respect to the first sub-network, 
which is transferred from the radio terminal located in a radio area of the radio base 
station through the second sub-network; a processing unit configured to decapsulate 
the encapsulated IP packet received by the communication interface so as to take out 
the request message, and carry out the protocol processing on the first sub-network 
according to the request message on behalf of the radio terminal (col. 8, lines 65 - col. 
9, lines 12; it is inherent from the teaching ofNounin upon receiving the encapsulated IP 
packet from the mobile terminal, the FBS decapsulates it before sending it on to the 
SBSy 

11. As per claim 8, Nounin teaches a radio terminal (105, fig. 3) for use in a network 
system containing a first sub-network to which the radio terminal can be connected 
through a radio base station of a downlink radio network (5, fig. 3; the downlink network 
is unidirectional and is now referred to as first sub-network), a second sub-network to 
which the radio terminal can be connected through a bidirectional communication 
network (4, fig. 3; the bi-directional mobile network is now referred to as second sub- 
network), the second sub-network being connected with the first sub-network through a 
backbone network (1 , fig. 3), and a packet relay device (1 01 , fig. 3; see claim 1 rejection 
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for more details on PRD) for carrying out a protocol processing on the first sub-network 
on behalf of the radio terminal, the radio terminal comprising: 
a first communication interface usable for reception only (107, fig. 3; see claim 3 
rejection for more details on first and second interfaces and sub-networks), by which the 
radio terminal can be connected to the first sub-network, which is configured to receive 
a notification message indicating an existence or an address of the packet relay device 
on the first sub-network through the downlink radio network when the radio terminal 
enters a radio area of the radio base station (col. 8, lines 24-41 j; 
a second communication interface usable for transmission and reception, by which the 
radio terminal can be connected to the second sub-network (106, fig. 3), which is 
configured to transmit a request message requesting a protocol processing with respect 
to the first sub-network after receiving the notification message at the first 
communication interface, by encapsulating the request message into an IP (Internet 
Protocol) packet destined to the address of the packet relay device obtained according 
to the notification message and transmitting the IP packet through the second sub- 
network {its inherent from the teaching ofNounin that the radio terminal encapsulates 
the request message into an IP packet before sending it to the PRD): and a processing 
unit configured to process a response message corresponding to the request message 
obtained by the protocol processing (col. 8, lines 54 - col. 9, lines 12). 

12- As per claim 15, Nounin teaches a packet processing method in a network 
system containing a radio terminal (105, fig. 3) carrying out the protocol processing 
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network according to the request message on behalf of the radio terminal at the packet 
relay device; and returning a response message corresponding to the request message 
obtained by the protocol processing from the first sub-network to the radio terminal 
through the downlink radio network or the bidirectional communication network (col. 8, 
lines 65 -col. 9, lines 12). 

13. Claims 17 and 19 are processing method and computer usable medium 
variations of a packet relay device with no further limitations and therefore are rejected 
on the same basis as claim 3. 

14. Claims 18 and 20 are processing method and computer usable medium 
variations of a radio terminal with no further limitations and therefore are rejected on the 
same basis as claim 8. 

1 5. As per claim 2, it is a network system that performs the steps of claims 3 and 8 
above that do not teach or further define over the limitations of claims 3, and 8 above. 
Therefore, it is rejected for the same reasons as set forth in claims 3, and 8 above. 

16. As per claim 4, Nounin teaches the packet relay device of claim 3, wherein the 
communication interface is also configured to transmit a response message 
corresponding to the request message obtained by the protocol processing in a form 
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that can be received by the radio terminal through the second sub-network (col. 8, lines 
50-57). 

17. As per claim 5, Nounin teaches the packet relay device of claim 4, wherein the 
communication interface is configured to transmit the response message by rewriting a 
destination address of the response message into an IP (Internet Protocol) address 
acquired by the radio terminal at a second sub-network side (coL 8, lines 50-57). 

18. As per claim 6, Nounin teaches the packet relay device of claim 4, wherein the 
communication interface is configured to transmit the response message by 
encapsulating the response message into an IP (Internet Protocol) packet destined to 
an IP address acquired by the radio terminal at a second sub-network side (col. 8, lines 
54-57; its inherent within the teaching of Nounin that the relay device encapsulates the 
response message into an IP packet before transmitting the packet to the radio 
terminal). 

19. As per claim 9, Nounin teaches the radio terminal of clainn 8, wherein the second 
communication interface is also configured to receive the response message 
transmitted from the packet relay device through the second sub-network (col. 8, lines 
54-57)). 

20. As per claim 10, Nounin teaches the radio terminal of claim 8, wherein when the 
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response message is an encapsulated IP packet, the second communication interface 
decapsulates the encapsulated IP packet so as to take out the response message and 
gives the response message taken out from the encapsulated IP packet to the 
processing unit (col. 8, lines 58-64; it's inherent within the teaching ofNounin that the 
radio terminal decapsulates the encapsulated IP packet in order to interpret the data 
contained within the packet). 

21 . As per claim 1 1 , Nounin teaches the radio terminal of claim 8, wherein the 
notification message is provided in a form of a specific message to be regularly 
transmitted by the radio base station or a specific node provided in the first sub-network, 
and the first communication interface is configured to acquire information indicating the 
existence or the address of the packet relay device by receiving the specific nnessage 
regularly transmitted by the radio base station or the specific node (col. 36, lines 55-61 ; 
radio base station sends out regular broadcast messages to the radio terminal to 
ascertain whether the terminal is within its cell area or not), 

22. As per claim 12, Nounin teaches the radio terminal of claim 8, wherein the 
second communication interface transmits the request message in a form of a 
broadcast packet with respect to the first sub-network or a multicast packet with respect 
to a prescribed group of nodes on the first sub-network (col. 36, lines 63 - col. 37, lines 
6; col. 35, lines 62-65; radio terminal receives the broadcast message via the first sub- 
network and sends the request to the base station using the second sub-network). 
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23. As per claim 16, it is a packet processing method that performs the steps of 
claims 3, 4 and 8 above that do not teach or further define over the limitations of claims 

3, 4 and 8 above. Therefore, it is rejected for the same reasons as set forth in claims 3, 

4, and 8 above. 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claim 7, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nounin in view of "Official Notice". 

26. As per claim 7, Nounin teaches a system upon receiving a DHCP request from 
the second interface of the mobile device, the system then decapsulates and processes 
the request, and sends the response to the mobile device through the second sub- 
network. Nounin does not explicitly disclose that the system sends the request to the 
DHCP server for processing. "Official Notice" is taken that DHCP is a well known 
protocol for initializing and assigning IP address to devices. It would have been obvious 
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to one of ordinary skill in the art to relay the request to a DHCP server in order to 
provide address assignment and data service for the mobile device that are compatible 
with multiple networks. 

27. As per claim 13, Nounin does not teach the second communication interface that 
transmits the DHCP (Dynamic Host Configuration Protocol), ARP, SLP, or IGMP 
request message with respect to the first sub-network. "Official Notice" is taken that 
DHCP, IGMP (Internet Group Management Protocol), ARP (Address Resolution 
Protocol), and SLP (Service Location Protocol) are well known protocols for initializing 
and assigning IP address to devices. It would have been obvious to one of ordinary skill 
in the art to use any of these protocols for servicing the request for IP address 
assignment and data service for the mobile device because it would have enabled the 
system to be compatible with multiple networks. 

28. As per claim 14, Nounin teaches upon receiving a response message 
corresponding to the request message, the processing unit sets the second 
communication interface as a transmission interface and the first communication 
interface as a reception interface with respect to an IP (Internet Protocol) address 
allocated to the radio terminal on the first sub-network that is contained in the response 
message (col. 8, lines 58 - col. 9, lines 12). 



Conclusion 
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29. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Suzuki et al, 6,71 1 ,142; Boyle et al, 6,665,71 1 ; Nounin et al, 5,802,469; Tubbs et al, 
6,567,855 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack P Nguyen whose telephone number is (703) 605- 
4299. The examiner can normally be reached on M-F 8:30-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (703) 305-8498. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), jpn 
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Primary Examiner 



